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THE TRADE MARKS ACT CAP 506 OF THE LAWS OF KENYA

AND
IN THE MATTER OF TRADE MARK NO. KE/T/2008/626568 "MABATIMAISHA"™

WORD] IN CLASS & | E NAME OF MABATI ROLLING MILLS LIMITED AND
EXPUNGEMENT PROCEEDINGS THERETO BY MAISHA MABATI MILLS LIMITED

RULING BY ASSISTANT REGISTRAR OF TRADE MARKS

Bockground
On 315 January 2008, Mabati Ralling Mills Limited [hereinafier referred to

as “the Propretors] filed an application to register their frade mark no.
KE/T/2008/062648 “MABATIMAISHA" (Word) [hereinafter refered to as "the
mark”) betore the Reglstrar of Trade Marks. The application was filed in
international ciass 4 of the Intermational Classification of Goods and
sarvices for Purposes of Registration of Marks in respect of "feesl flat sheets
and coills”.

The Registrar duly examined the mark in occordance with the provisions
of the Trade Marks Act, Cap 5046 of the Lows of Kenya, On 28 Fetbruary
008, the mark was approved and published in the Industrial Property
Journal of 31* March 2008, on page 44, Upon expiry of the sixty-day
statutory period, the mark was entered in the Register of Trade Marks with

effect from the said 31¥ January 2008 and a Cerlificate of Registration
wis issued,

On 291 Dctlober 2008, Maisha Mabati Mills Limited (hereinafter referred fo
as "the Applicants”) filed an application for expungement of the mark.

The grounds of opplication were as [ollows,

1. We are aggrieved by the entry of TMA No 4624648 "Mabati Maisha"
thereinafter referred ta as "the Mark’| in the Regisier of Trade
Marks for the following reasons:

{a] The Applicant was Incorporated and registered on 9"
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February 2007 with the sole intention of inter alia
manufacturing, distributing and seling carugated, flat and
related iron ond steel sheets to be branded as Maisha Mabati
in connection with its trade name.

Upon the incorporation and registration of the Applicant's
company, the Applicant has invested a sum in excess of
kshs.4.5 billion In the project of inter alic manutacturing,
distributing and selling Maisha Mabati corugated flat, and
related iron and steel sheets.

The Applicant wha is about to launch the sald goods and
products recently commenced an application for registration
of a trade mark Maisha Mabati before the Registrar of Trade
Marks.

That upon a search of trade marks being made prior to the
application for the frade mark Maisha Mabali, the Applicant
wias advised by the Registrar of Trade Marks that a trade
mark by the name Mabaoti Maisha was applied for and
registered by the Respondent and the same is subsisting on
the Register of Trade Marks for the next ten (10) years with
effect from 31% lanuary 2008, o Certificate of Registration
having been issued on 4" June 2008 vide TMA NO. 42448, for
goods in class 6 of the International Classification of Goods
and Services that is "steel flat sheets and profiled sheets and
coils”,

The Respondent is not a true owner and/or creator of the
mark in respect of goods in class & of the International
Classification of Goods and Services.

The registration of the Mark in favour of the Respondent has
little or no intrinsic value to the products of the Respondent.

The Respondent's registration of the Mark was obiained
through fraud and misrepresentation of facts and is therefora
unlawful, Its use would be disentitied to protection in a court
of justice In accordance with the provisions of section 14 of
the Trade Marks Act,

The Applicant has extensively used the words Maisha Mabati
as a frade mark of and in connecfion with the goods and
products manufactured (about to be lounched) and the
said trade mark denotes the goods manufactured by or
having an orgin from the Applicant and will distinguish the
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goods of the Applicant in the market.

The said goods of the Applicant are identical or similar to the
goods in respect of which the Mark was registered in favour
of the Respondent.

The Applicant is the proprietor and owner of the said trade
rmark Malisha Mabati having adopted the same in its trade
name to distinguish its goods in the market and no other
person's goods should be marketed using the said or similar
trade mark.

In spite of the Respondent having been in the business of
manufacturing cerugated, flat, and profiled iron and steel
sheets for over forty [40) years, it has never had the intention
of registering the trade mark Mabatl Maisha until only
recently when they became aware that the Applicant was

about to launch competing products by the name Maisha
Mabati.

The registration of the Respondent’s mark is malicious, made
in bad faith and only calculated to cause deception and/or
confusion of the Applicant's products and/or frustrate the
Applicant's efforts to reglster a related or similar trode mark
and is likely to confuse or mislead the members of the public
as to the orgin and source of the Respondent’s products
which is similar to the Applicant's frade name.

The trade mark, TMA NQ, 62668 in favour of the Respondent
was obtained fravdulently by the Respondent who deceived
the Registrar of Trade Marks that the Respondent Is the
proprietor of the same In accordance with the provisions of
the Trade Marks Act while the Respondent knew that it had
no actual, izgal or valid claim to the said frade mark and that
the Applicant is the only person with a legal and valid claim
aver the same.,

In view of the kind of products which the Applicant i about
to launch, it is inconceivable that the Respondent. wha s in
the same industry, was not aware of the existence and the
intention of the Applicant to manufacture and launch
cormugated. flat, and profiled ron and sieel sheels and
thereafter register a mark by the name of its frade name.
Theretore the choice of the words Mabati Maisha by the
Respondent Is actuated by malice, bad faith and was by no
means meraly coincidental.
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The Respondent is not entitled to the trade mark since as ot
the time of filing the request to expunge the Respondent's
mark and this Statement, the Respondent did not have a
product by the nome Mabati Maisha and has never used the
Mark either before or after the registrafion of the mark and
has never had bona fide intenfion of using the mark. Therefore, the
Respondent acted dishonestly, fraudulently and with mal
fides in having the mark registered.

The registration of the Mark by the Respondent was made for
the sole purpose of stopping the Applicant from
manufactuning, selling and distributing iron and steel sheets,
which Is @ business that the Respondent has undertaken for o
considerable period, so as to frusfrate the Applicant from
entenng the said market of iron sheets. The said act
cansfitutes unfair frade practices and unfair competition.

The registration of the Mark in favour of the Respondeant s
contrary to Arficles & sexies and bis of the Paris Convection for
ihe Protection of Indusirial Property 1880 which Kenya ratified
on 141 lune 1945 and sections 14, 15, 20 and 35 of the Trade
Marks Act.

The registrafion of the Mark should not remain in the register
or be protected because its registration was and has been
made with mala fides and without intention of using the Mark,

The Applicant contends that the Respondent knew very well
about the Applicant's company ond the likelihood of the
Applicant using ifs trade name on its products but cunningly
sought to exploit the same by taking unfair advantage in
registering the Mark in an effort to frustrate the Applicant's
business and thus the registration of the mark in favour of the
Respondent is against public policy.

By the time it caome to the attention of the Applicant that the
Respondent had iregularly applied for registration of the
mark, the same had already been registered in the
Respondent's tavour.

In spite of demand having been made to the Respondent to
surrender the Mark, the Respondent hos fagiled, refused
and/for neglected to do so necessitating this application for
expunging, varying or rectifying the Register of Trade Marks.

In view of the foregoing, the registration of the Respondent's



trade mark, TMA NO. 625868, ought not to have been effected
in light of the rights that the Applicant had accrued over the
use of the words and/or names Mabati Maisha.

2. Reasons wherelore the Applicant has sought the following refief:

{a)THAT the registration of the Markin the name of the
rRespondent e Cancelied, removed, expunged and/or
struck off the Register of Trade Marks pursuant to the
provisions of Rule 82(1) of the Trade Marks Rules and

section 35 (1), {(2) & (5) of the Trade Marks Act;

[BITHAT the costs ol these proceedings be awarded 1o the
Applicant; and

[c]) Any other relief that the Reglstrar may, at his discrefion,
deem fit to grant.

The application was duly forwarded to the Proprietors who on 1110
December 2008 filed thelr Counter-Siatement. The Proprietors stated the
following as the grounds on which they would rely in support of their
registration:

1k

We, Maboti Rolling Mills Limited the Respondent herein is a
Company registered and existing under the Laws of Kenya, We
were registered as Mabafi Limited in 1941 and later changed
our name to Mabalti Rolling Mills limited in 1982, We are a
market leader in roofing selutions including galvanised iron
sheets [both corugated and flat sheets) which products have
over the past ferty {40) years been associated with us and
commonly referred fo as Mabatl.

Having been in the iron rocfing sheeats industry for more than
thirty {30) years, we have from time to time developed various
brands based on the need to re-invent and grow our business
while enjoying intellectual property rights guaranteed by our
lows. Hence over the years we have developed and
registered the following trade marks/brond names:-

TMA ¥335 Rhino and Device (Effective Date of Registration -1 7
February 2003).

TMA 38944 Lion brand (Effective Date of Registration- (34
February 2003).

TMA 40453 Woodgrain (Efective Date of Registration - 17
February 2003).



TMiA 46923 Galsheat Resincof (in Blue ond Red) [Effective Date

of Registration =17 February 2003

TMA 46924 Gaolsheet Simba Mabati (Effective Date of

Registration =17 February 2003|

TMA 47579 Rhino Mabati & Device [Effective Date of

Registration 17" February 2003|

TMA 52431 Simbo Mabati (Effective Date of Registration =25
February 2002}

TMA 52632 Dumu with Zos Technology (Effective Date of
Registration -25'% February 2005)

TMA 55342 Galsheet Dumu Resincot The New Force in Roofing
(Effective Date of registration - 214 February 2005)

TMA, 55455 Mabali Rolling Mills Limited Lage (Effective Date of
Registration-17" December 2003

TMA 55752 Galsheet Resincot (White and purple on yellow
background) (Effective Date of Registration-19" March 2004)

TMA 566463 Versatile (Effective Date of Registration -18" October 2004)
ThA 57008 Versatile with Roof Device |Effective Date of Registration
- 91 March 2005).

TMA 57133 Dumu Zas (Effective Date of Registration-5' April 2005)
ThA 58249 fincal (Effective Date of Registrafion-20d November 2005)
TMA 61183 Saflok 700 [Effective Date of Registration = 111 pay 2007)
TMA 41184 Dumu Mabati (Effective Date of Registration — 117 May
2007).

TMA 62668 Mabati Maisha [Effective Date of Registration =319
Jonuary 2008

TMA 62669 Safal Group Logo (Effective Date of Registration 314
January 2008)

TMA 63042 Lifestile (Effective Date of Registration - 140 April 2008)

3. The philosophy behind the development of the trade names

and/or brand names for our products has been to represent the
distinctive quality of our products, which hos been their langevily
and durability. Indeed this quality has been the single most
prominent aspect of our advertising and product promotion
campaigns.

It wias in line with the stated philosophy that early this yoar |2008) we
decided to develop a brand name to reflect the added
technological improverments on our products. We, affer various
deliberations. seffied on the brand name Mabati Moisha meaning
that our products were long lasting. This was a concept, which had
earlier been developed and put on to the public thraugh our
advertisements running both on print and electronic media. The
orand name had significance for us because mabaofi is part of our



corporate name and logo TMA 55455 which is already registerad
ond maisha is reflective of the quality of the products - longevity
and durability,

5. Being conscious of the procedural aspects of registration of frade
marks, we took the following steps to actuaglise the registration of
the marnk:-

{a) On 14th January 2008, we lodged Form Th 27 with registrar
this being o request for search under Rule 114/ Applicafion
far Search/Preliminary Advice as to Distinclivenass. For this
request we paid the requisite fee of Kshs.é, 000/= under
receipt Mo, G31 0180;

[b) By a letter dated 21¢ January 2008, we received a letter from
the Senior Trade Marks Examiner referenced as follows:-

"Preliminary Advice No. 87460 a Trade Mark Mabati Maisha
(Wiord) in Class & in the name of Mabali Raling Mills Limited., "

The import of the letter was that after preliminary search and
examination of our rode mark under Sections 12, 14 and 15 of
the Trade Mark Act, the following results were found:-

Avallable for registration subject to the following conditfons:-

(il You disclaim the right of the exclusive use of the word "Mobati”
separately and apart for the frode mork os o whole;

{ii] You provide English fransiation of the word "Maisha'”,

a. On 31 January 2008, we made our applicafion for
Reglstration by lodging Form TM2 in which we disclaimed the
exclusive use of the word "Mabat™ separately and apart for
the mark as whole and provided an English transiation of the
word "Maisha” fo mean "Long-lasting”, The requisite fee of
Kshs. 12, O00= was paid and we were issued with receipt
No.G310450.

. On 31" March 2008 our application was adverised in the KIPI
Joumal with notification for anyone with any objection fo
raise such objection within sty days, We are not aware thot
any objection was raised. Hence in the absence of an
objection thereof, the Trademark was duly registered and a
certificate of regisiration was sealed on $MJune 2008,

4. As evidenced above, we followed the due process of registrafion



loid down in the Act and obtained this registration legitimately.

7. It was therefore with great surprise that we received information
from sources within the market that Applicant was claiming that
we had stolen its name by registering our Trade Mark, We took the
information seriously and conducted various searches af the
Companies Registry to confirm whether indeed the Applicant
lraded in the name and style gs it was claimed:-

(a) instructed cur lawyer A. F. Gross & Company Advocates to
conduct a search on two different occasions. The Advocate
was tumed away by the Company Registry staff saying that
na such file could be traced,

{0} Further, we made our own personal inguiries at the
Companies Regisiry and received no confirmation that
indeed there existed a company known as Maisha Mabati
Mills Limited.

8. We were further surprised fo receive a letter of demand from the
Applicant on 39 October 2008 claiming that we had abtained the
registration of our tfrade mark by froud.

7. Alarmed by the dllegations we instructed our Advocates to seek
mare particulars on the existence of the Applicant and particulars
of fraud or malice as was olleged. This they did by their letter of 3
October 2008.

101t was only after this request was made, did the Applicant forward
its Certificate of Change of Name but failed to set out any
particulars of fraud or malice as alleged. The Ceriificate of
change of Name clearly shows that the Applicant was never
orginally registered as Maisha Mabati Mills Limited. It is also
instructive to note that when the alleged change of name was
effected no notice was given o the whole world and therefore
the Respondent had no nofice that a company by the name
Maisha Mabati Mills Limited existed.

11.For avoidance of doubt we reiterate that:-

{a) Qur application for registration of Mabatl Maisha Trode Mark was
made in good faith, consistent with our policy on brand
development and in line with other trade marks we have
registered in the past;

(b] At no time before the disciosure by the Applicant's Advocates to
our Advocates on 13" October 2008 did we know that the



Applicant existed trading in the nome and style it now alleges;

(c] At no time was the registration of our frade mark intended fo

capitalize on any good will created in the market by the
Applicant, Indeed we deny categorically that any such good-will
exlsted or even that the Applicant has marketed its goods in the
same class as our products or any other goods for that matter in
the brand name Maisho Mabati or Mabafi Maoisha or af all;

(d} The brand name Mabati Moisha denves from our corporate name

and logo. is reflective of the longevity, durability and quality of our
goods and is In no way confusing to the market in which our
products have always been refered fo as Mabati:

{e] The registration of our frade madrk followed the due process of the

[f]

law. The Applicant having fdiled to ralse any objection durng the
time allowed for such objection Is now trying to circumvent the
process of the law by raising o spunious claim;

Mo particulars of malice or fraud have been set out or proved and
the Applicant s making an Idie allegation intended to confuse the
Regisirar, vex the Respondent and legitimise a claim which is
otherwise fime barred;

() The registration of our frade mark does not offend any law or

intemational freaty as alleged or at all;

(k] The Applicant therefore denies each and every allegation sef out

(1

il

in paragraph 2 of the Applicant's Statement of Claim;

The Respondent being the lawiully registered proprietor of the
trade mark in question enjoys all the rights and privileges afforded
to it by the Trade Marks Act, In the absence of any legal
justification as fo why those rights should be denied. the
Appficafion's claim must fall:

The mere registration of o company at the companies’ registry
does not confer any frade mark profection under the Act. There
was a specific purpose that the Trade Marks Act was supposed fo
sarve. It s therefore not justification enough. for expungement
proceedings, that the Applicants name resembles our Trade
Marks, |1 is only we as the duly registered propretors of the Trade
Mark that enjoy protection under the Act.

| 2 Reasons wherefore the Respondent seeks the following
relief:-



(o] That the Applicant's request that the Respondent's frade mark be
cancelled, expunged and/or struck off the Register of Trade Marks
be dismissed:

(0] The costs of these proceedings be awarded to the
Respondent: and

[c] Any other or further relief as the Registrar may deem fit to
grant,

The Counter Statement was forwarded to the Applicants who on 2&h
January 20079 filed their statutary declarafion sworn by Mr. Kaushik Pandit,
the Director of the Applicants herein. Mr. Kaushik Pandit confirmed on
oath the Applicants' claim as indicated in the Application and the
Statement of Case.

The Statutory Declaration was duly forwarded fo the Proprietors whio an
25" October 2012 filed their Statutory Declaration. The Declaration was
sworn by Anfony M. Kungu, the Legal & Compliance Manager of the
Proprietors who confirmed on oath the grounds on which the Propristors
were relying in support of their registration.

The Statutory Declarafion was forwarded to the Applicants who filed thair
statutory Declarafion In Reply on 17™ December 2012. The Declarafion
was sworm by the said Kaushik Pandit whao replied to the issues raised by
the Proprietors in their Statutory Declaration, The Declaration was
forwarded o the Proprietors and this marked the clase of the pleadings.

Thereatter, o hearing date was agreed upon by the parties subsequent te
which it wos agreed that the matter would proceed by way of written
subrnissions. The Applicants filed their written submissions on 219 May 2013,
the Proprietars filed their written submissions on 25t June 2013 and the
Applicants filed their written submissions on 120 July 2013,

Ruling
| have considered the application made herein by the Applicants and

the counterstatement filed by the Proprietors together with the evidence
adduced by both parties herein by way of their respeclive stalutory
declarations. | have also considerad the written submissions made by Ms
Mohamed Madhani & Company Advocates for the Applicants and Ms
Croro & Company Advocaotes for the Proprietors, | am of the view that
the following are the issues that should be determined in these
expungement proceedings:

I



1. Did the Proprietors have a valid and legal clalm fo the mark
“MABATIMAISHA" (WORD) before applying to register the same In
accordance with the provisions of section 20(1) of the Trade Marks
Act?

2. Are the Applicants aggrieved persons in accordance with the
provisions of section 35 of the Trade Marks Act?

The following is a consideration of each of the said issues:

1. Did the Proprietors have a valld and legal claim to the mark
“MABATIMAISHA" (WORD) before applying to register the
same in accordance with the provisions of section 20(1) of
the Trade Marks Act?

Evidently, the Proprietors’ mark "MABATIMAISHA" and the Applcants’
miark “"MAISHA MABATI" are virtually identical conceptually. phanetically
and visually. The only difference is that the order of the words “MABATI"
and "MAISHA" has been interchanged. Further, the goods In respect of
which the Propnetors’ mark has been registered and the goods in respect
of which the Applicants’ mark is sought 1o be registered are goods of the
same character. The respective goods of the Proprietors and the
Applicants would also be offered for sale through the saome trode
channeals, It would theretore be conirary to the provisions of the Trade
Marks Act for the two marks to co-exist in the Register of Trade Marks, It is
impearalive that the issue of whether or not the Proprietars, who were the
first to file their frade mark application at the Registry of Trade Marks, had
a valid and a legal claim to the mark "MABATIMAISHA" by the fime they
made the application to register the mark in accordance with the
provisions of the Trade Marks Act.

It is the Proprietors’ case that they are the rightful owners of the trade
mark "MABATIMAISHA™ which they adopted for use in respect of "Stesl
fiol sheets and colls” In the Kenyan market. They claim to have registerad
their sald mark In good falth and to have marketed their products using
the mark extensivaly In the Kenyan markel. On the other hand, the
Applicants claim that they are the frue owners of a similar trade mark
"RAALIGHA MABATIY which is derved from thelr name Maisha Mabati ddills
Lirmited.

section 20(1) of the Trade Marks Act states as [ollows:
"A person claiming 1o be the proprietor of a trade mark used or proposed
to be used by him who s desrous of registerng It shall opply in writing to



the Registrar in the prescribed manner for registration either in Part A or in
Fart B of the Register,”

The leamed author of the book Kerly's Law on Trade Marks, 12 Edition. on
page 28 paragraph 4-02 states infer alia:

"...it would seem to be setfied that the claim must be in some serse a
justified one, if the registration s to stand; whether by virtue of the section
or under its general jurisdiction, the court will expunge a registration if the
applicant for it could not in good faith make this claim®.

In the Vitamins Trade Marks Case [1956] RPC | Justice Lioyd stated as
follows on page 11, inter alio:

"There are twa matters which | have felt right to take into consideration
upon this aspect of the cose. The first one is the propriety or otherwise of
the oction of the applicants in making the application which they made
for registration. By the rules, which have the force of the statute, it is
provided that applications of this character shall be made upon Form TM
2 which reguires that an application for registration should assert, in the
case of a mark which has not yet been the subject matter of use in frade
that it is proposed and that the applicant is claiming to be the proprietor
thereodt....

A proprietary right in a mark sought to be registered can be obtained in o
number of ways. The mark can be arginated by a person or can be
acquired, but in all cases it is necessary that the person putting forward
the application should be in possession of same pro prietary right which, if
questioned, can be substanfioted.”

Frior o making an application for registration of a mark with the Registrar
of Trade Marks, an Applicant must have a valid and legal cloim as the
proprietor or owner of such o mark. The Applicant must also be able fo
show that the mark under consideration can act as a badge of origin for
the respective goods or services. The aforementioned leamead author of
the book Kerly's Law on Trade Marks, 14" Edition, states as follows an
poge 8 paragraph 2-002;

“A frade mark is (or should be) a badge of origin. In other words, it
indicates the source of the trade origin of the goods or services in respect
of which it is used. A frade mark may do other things as well, but it must
act as a badge of orgin.”
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Upon receiving an application fo register a mark, the Registrar of Trade

harks examines the same and has to be satisfied that the same s

distinctive and adapted to distinguish the goods or services of the

Applicant in accordance with the provisions of section 12 of the Trade

Marks Act. Section 12(3) of the Act provides gs follows:

"In determining whether a frade mark is adapted to distinguish, the court

or the Registrar may have regard o the exient fo which

i3] the frade mark is inherently odapied 1o disfinguish; and

{b} by reason of the use of the trade mark or of any other circumsiances,
the trade mark is in foct adopted to distinguish.”

The Froprietors adopted for use the mark "MABATIMAISHA" 1o distinguish
their goods. that s, “steel flat sheets and profiled sheets and coils” In the
Eenyan market, Subsequently, on 31% January 2008 the Propriefors made
an application before the Registrar of Trade Marks to register the
same under class 6 of the International Classification of Goeds and
Services for Purposes of Registration of Marks, On %0 June 2008, the
Proprietors' mork was enfered in the Reglster of Trade Marks, with effect
from the said 31 January 2008. However. os indicated In the Applicants’
Stotement of Case and the Stotutory Declarafion, the Applicants had by
% May 2007 changed therr nome af the Companies Registry to Maisha
mabati Mills Limited, Having adapted a mark that s similar to the
Applicants’ name far regisiration in respect of goods that are identical fo
those of the Applicants, then the Proprietors cannot be said to hove o
valid and legal claim to the mark "MABATIMAISHA" under the provisions of
section 20(1) of the Trode Marks Act. As stated by the learned author of
the book Kerly's Law on Trade Marks in the paragraphs gquoted herein
above, | am not convinced that the Proprietors can make o claim to the
mark in good faith. Further, itis my view that the olleged proprietary right
of the Proprietors’ mark “MABATIMAISHA" has not been sufficiently
substantiated in these proceedings as required by law. The Proprigtors
state that the Applicants did not file oppesition procesdings against
registration of the mark "MABATIMAISHA" when the applicafion was duly
published In the Industrial Property Journal and that they should not use a
loophole in the Companles Act to claim the mark “MAISHA MABATI" on
acceunt of their name Malsha Mabati Mills Limited. | am aware that
registration of a company does nof give one automatic protection under
the Trode Marks Act, However, it would be unjust to hold that one connot
use thelr compony's name as a trade mark. Further, section 12 (1) {a) of
the Trade Moris Act includes the name of a company as one of the
essenfiol elements of o mark that qualifies for registration under the Act. It
would be unfothomable to have a situation where use of one's company
namea would amount to infingement of a trade mark which was



registered after the company had already been legally and procedurally
incorporated as in the case of the Applicants,

I had earlier indicated that the Proprietors' mark “MABATIMAISHA" and
the Applicants’ mark "MAISHA MABATI™ are virtually identical
concepiually, phonetically and visually. It is therefore my view that
considenng all the circumstances of these expungement proceadings.,
the Proprietors’ claim to the mark "MABATIMAISHA" cannct be said to be
valid and legal. Their claim to be the proprietors of the mark “MAISHA
MABATI" cs at 31 January 2008 had already been preceded by the
Applicants’ effecting o change of their company name to Maisha Mabcti
Mills Limited.

I therefore hold that the Proprietors did not have a valid and legal claim
to the mark "MABATIMAISHA" [WORD) before applying to register the
same in accordance with the provisions of section 20(1) of the Trade
Marks Act.

2. Are the Applicants aggrieved persons in accordance with the
provisions of section 35 of the Trade Marks Act?

section 35 (1) of the Trade Marks Act provides as follows:

"Any person aguisved by the non-insertion in or omission from the register
of an entry, or by any entry made in the register without sufficient cause.
or by any enfry wrongly remaining on the register, or by any error or
defect in any entry in the register, may apply in the prescribed manner ta
the court or, at the option of the applicant and subject to the provisions
of section 53, fo the Registrar, and the court or the Registrar may make
such order for making, expunging or varying the enfry as the court or the
Registrar may think fit."

The Applicants claim to be aggrieved persons for the following reasons:

(o) The Proprietors are not the true owners of the mark
"MABATIMAIZHA" that is similar to the Applicants’ mark “MAISHA
MABATI" which was derived from the Applicants' company name
Maisha Mabati Mills Limited; and

(b) The Applicants’ application to register their trade mark “MAISHA
MABATI" was rejected by the Registrar of Trade Marks on account
of the existence of the Proprietors’ mark "MABATIMAISHA" in the
Register of Trade Marks.

Cn the other hand, the Proprietors state that the Applicants are not
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aggrieved because;

(a) The Proprietars are the true owners of the mark “MABATIMAISHA",
which was created from their company name Mabati Rolling Mills
Limited and indicates the longevity of thelr products: and

(b) Hoving filted an application to register the application for
published and registered without opposifion proceedings being
filed. the Proprietors have a right to reglstration of their mark.

In the Kenyan case of Saudi Arabia Aldines Corporation V Saudia Kenya
Enterprses Limited. the Court of Appeal stated as follows:

... Itis clear that Saudi Arabia Airlines Corporation was substantially
interested in having each mark removed from the Register. And ifs
interests would probably be damaged If these marks remained on it as
those of Saudia Kenya Enferprises Limited.

And it Is certain that as rival fravel promaoters, in Kenya, assuming they are
ior the moment, Saudia Kenya Enterprises Limited would be gaining an
advantage frem these reglstered trade marks as its own which would be
wrong if it were not entitled to them and certainly qualify Saudi Arabia
Alrlines Corporation as an aggrieved person for the purpose of section 35
of the Act."”

The learned author of the book Kerly's Law on Trade Marks and Trade
Names. Tenth Edition, states as follows on page 203, paragraph 11-02-

“The persons who.are aggrieved are ... all persons who are in some way
or other substantially Interested in having the mark removed ...from the
Register; including all persons who would be substantially damaged if the
mark remained. and all the frade rivals over whom an advantage was
goined by a frader who wos getfing the benefit of a registered trade
mark to which he was not entitled".

Attar considering all the relevant circumstances of these expungemaent
proceedings. | am of the view that the Applicants are aggrieved persons
under the provisions of the Trade Marks Act for the following reasons:

(@) | have already considered the issue of whether or not the
Proprietors have a valld and legal claim to the mark
"MABATIMAISHA" in respect af "steel flat sheats and profiled
sheets and coils" in the Kenyan markel. | have determined
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that the Proprietors have no valid and legal claim to the
mark on account of the Applicants’ company name Maisha
Mabati Mills Limited which was registered before the
Proprietors' frade mark “MABATIMAISHA" was entered in the
Register of Trade Marks. In the Australian case of Kraft Foods
Inc (Previously Known As Kraft General Foods, Inc) v Gaines
Pet Foods Corporation [1994] FCA 1337 (22 March 1994). the
Court cited the case of Pdine and Co v Daniells and Sons’
Breweries where it was stoted as follows:

"The purity of the register of frade marks - if ane may use

the expression - is of much imporfance fo frade in general:
quite apart from the merils or demerits of particular litigants. If
on a motion like the present the attention of the court is
called to an enfry on the register of a tfrade mark which
cannot in law be jusfified as a frade mark, it seems to me that
the court’s duty may well be - whatever the demerits of the
applicant - to purify the register and to expunge the illegal
entry in the interests of frade... As o rule, the court on being
seized of the matter, would doubtless put on end to the
existence of a trade mark which could not possibly

be justified by law."

Ordinarily, when applicants present themselves before the
Registrar of Trade Mark to make an application for
regisirafion of a frade mark, they are saying to the Registrar
that they have alegal and valid claim as the proprietors of
the respective mark, If the applicants do net have such a
claim that is recognized in law, they would obtain the
registration of the mark iregulary as is the case with the
Propriefors in these proceedings, The Applicants are therefore
aggrieved persons and have a right to seek the purity of the
Register by having TMA No. KE/T/2008/462648
"MABATIMAISHA" expunged therefrom because the same
"cannot in law be justified as a trade mark",

(k2] As indicated In the pleadings herein, on 29" September 2008,
the Applicants made on application TMA No.
KE/T/2008/ 64174 to enter thelr frade mark “MAISHA MABATI"
in the Register of Trade Marks. However, the sald application
wals refused on account of the aforementioned TMA No.
KE/T/2008/62668 "MABATIMAISHA" that had been registered
in the name of the Proprietors. As long as the said frade mark
of the Proprietor subsists in the Register of Trade Marks, the
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Applicants’ trade mark "MAISHA MABATI" cannet procesad to
publication and eventual registration. In the UK case retered
to as Powell v The Birmingham Vinegar Brewery Co Ltd, Lord
Hercshell stated as follows:

‘In my opinlan, any frader s, in the sense of the statute
‘aggrieved” whenever the registration of a particular trade-
mark operates in restraint of what would otherwise have
been his legal rights. Whatever benefit is gained by
registration must entail o comesponding disadvaniage upon
a trader who might possibly have had occasion fo use the
mark in the course of his businass, It is implied, of course, that
the person aggrieved must manufacture or deal in the same
class of goods to which the registered mark applies, and that
there shall be a reasonable paossibllity of his finding cocasion
to use if, | should be very unwiling unduly to imit the
construction to be placed upon [the words ‘person
aggrieved'], becouse, although they were no doubt inserted
to prevent officious interference by those who had no inferest
at all in the register being comect and to excliude a mere
commaon informer, it is undoubtedly of public interest thot
they should not be unduly imited, inasmuch as it is a public
mischief that there should remain upon the register a mark
which ought not fo be there, and by which many persons
may be offected who nevertheless would not be willing fo
enter upon the risks and expenze of ifigation. Wherever it can
be shown, os here, that the applicant is in the same frade as
the person who has registered the frade moark. and wherever
the trade mark if remaining on the register would or might
limit the legal rights of the applicant so that by reason of the
existence of the entry upon the register he could not lawfully
do that which but for the appearance of the mark upen the
register he could lawfully do. it oppears fo me that he has a
locus standi 1o be heard as o 'person aggrieved'.”

In the Australian case of Ritz Hotel v Charles of the Ritz the
Court stoted as follows:

"From fhe fime of commencement of these
proceedings the plaintifl ha: been an applicant for
registration of the trode mark RITZ in respect of all
goods in Class 3. Eoch of the four subject

marks registered in respect of goods in Class 3is a
serlous obstacle to the success of the plalntiff's
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application for registration of that mark. Those
circumstances alone are in my opinion sufficient

to constitute the plaintiff o "person aggrieved” in
respect of each of those four marks, regardless of the
merits or deficiencies on other grounds of the plaintiff's
aopplication for registration.”

Both the Applicants and the Praprietors are involved in the
business of manufacturing iran sheets and offering the same
for sale in the Kenyan market. As indicated in the pleodings
that were filed herein by the Applicants they are unable to
register their trade mark “MAISHA MABATI", which is derived
from their company name, due to the existence of the TMA
MNo. KE/T/2008/ 52648 "MABATIMAISHA™, As | had indicated
eariier, section 12 (1} [a) of the Trade Marks Act includes the
name of a company as one of the essential elements of o
mark fhat qualifies for registration under the Act. This means
that the Applicants have a legal right to have their mark
"MAIGHA MABATI" entered in the Register of Trade Marks in
respect of goods in class & of the Infernational Classification
of Marks including iron sheets. As long as the Applicants
cannot exercise the afarementioned legal right as stated in
the sald case of Powell v The Birmingham Vinegar Brewery Co
Ltd, then they are gualified as aggrieved persons under the
provisions of the Trade Marks Act: and

[} In 2010, and while these proceedings were stil pending, the
Proprietors filed infringement proceedings against the
Applicants herein, The Proprietors sought to have the
Applicants bared from infringing on their registered frade
mark TMA No. KE/T/2008/62668 “MABATIMAISHA" under High
Court Civil Case 380 of 2010. Where a persan who is using a
mark is sued for infringement, then that person qualifies as an
aggrieved person in respect of expungement proceedings
reloting fo the said mark. In the Supreme Court of India case
of Notionol Bell Co. & Another vs Metal Goods Mfg. Ca. (P)
Ltdl. & Ancther, the Cowl observed that the expression
“aggrieved person” has received liberal construction from
the courts and includes a person who has, before
registration, used the fraode mark in question as also a person
against whom an infringement action is taken or threatened
by the registered propriefor of such a frade mark. A person
aggrieved includes rivals in the same trade who are
aggrieved by the entry of rival’s mark in the register of trade
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marks or persons who are in some way or the other
substantially interested in having the mark removed from the
register or persons who would be substantially domoged if
the mark remalned on the register."

The Applicants herein have used the trade mark "MAISHA
MABATI" in the Kenyan marke! for a number of years now in
respect of goods of an idenfical description s hose in
respec! of which the Proprietors’ mark “"MABATIMAISHA™ was
entered in the Register of Trade Marks. The use of the said
Applicants' mark would certainly be curtailed by the
subsistence of the trade mark "MABATIMAISHA" In the
Register of Trade Marks and the infringement proceedings at
the High Court of Kenya.

| am of the view that the Applicants have an interest in sesking to ensure
the purity of the Register of Trade Marks and | am convinced that the
Applicants are not mere busy bodies. | do not agree with the contention
of the Proprietors thot the Applicants are not aggreved persons because
they did not oppose registration of the Proprietors’ mark. In the Australian
case of Health Waorld Lid v Shin-3un Australio Ply Lid, the Court stated as
follows:

... the legisictive scheme reveaals a concem with the condifion of the
Register of Trade Marks. It is a concern that it have "integrity” and that i
be "pure”. It is g "public mischief' if the Register is not pure, for there is
"public interest in [its] purdty”. The concern and the publfic inferest, viewed
from the angle of consumers, is 1o ensure that the Register is maintained
as an accurate record of marks which perform their statutory function - to
indicate the frade originsg of the goods to which it is intended that they be
applied. This concem and this inferest are reflected in the following
scheme. If an application Is made to have a mark registered which does
not meet the criteria for registration, there are two opportunities for
registration to be prevented. And if a mark has been registered which
does not meet the criteria for remaining on the Register, a further
opporfunity exlsts to have the Registrar adjust if.

... While the Act offers these focilities for ensuring that the Register is pure
In the sense that no mark Is to be registered unless valid, and no
reglstration of a mark Is to continue if it is not valid. the pumpose of ensuwring
purity exists alongside another purpose. That is the purpose of prevenfing
the security of the Regisler from being eroded by applications for
rectification or removal by busybodies or "common informers or strangers
proceading wantonly” or persons without any inferest in the Register or
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the functions it serves beyvond gratitying an intellectual concern or
reflecting "merely senfimental motives”. Applications of that kind. by
clogging up and causing delay in the courts, would cause an
unnecessary cloud to hang over registrations. ... Applications by persons
who are not aggrieved are positively inimical to the tulfiment of the
stafutory purposes through the Register.”

The law of frade marks allows a person who did not get an opportunity to
oppose registration of a mark to make an application to rectify the
Register. it is for the said purpose that the provisions of section 35 were
included in the Trade Marks Act. This is the opportunity that the Applicants
herein are appropriately utilizing. | am of the view that the Applicants are
aggrieved persons in accordance with the provisions of section 35 of the
Trade Marks Act,

clusion

(@) For the above-mentioned reasons and on g balance of
probabilifies, | have come 1o the conclusion that the Applicants
have succeeded in these expungement proceedings:

(b) I hold that the Proprietors' frade mark No. KE/T/2008/ 62448
"MABATIMAISHA" was entered in the Register of Trade Marks
without sufficient couse and in eror since the Applicants were not
entiled to the same;

{¢] The Register of Trade Marks is hereby rectified by expunging the
said frade mark Mo, KE/T/2008/62648 "MABATIMAISHA" from the
Register under the provisions of section 35 of the Trade Marks Act:
and

[d} | award the costs of these expungement proceedings fo the
Applicants.

Eunice Njuguna
Assistant Registrar of Trade Marks

St Day of September 2013

| certify that this is a frue copy of the original.

Eunice Njuguna
Assistant Registrar of Trade Marks

2" Day of September 2013
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