REPUBLIC OF KENYA

THE KENYA INDUSTRIAL PROPERTY INSTITUTE

IN THE MATTER OF T.M.A NUMBER 60347

IN.THE NAME OF M.A PANDIT & CO.LIMITED

AND COPPOSITION THERETO BY EXCEL CHEMICALS LIMTED.

CORAM:
Mr.Samuel Wainana of Kaplan & Strafton Advocales for Excel Chemicals
Limited.

Mr.Sanjeev Khagram for M. A.Pandit & Co.limiled

Ms.Elvine Apiyo.Assistanf Registrar of Trade Marks.

BACKGROUND FACTS:

KA Pandit and Company Limited hereinafter refered to as the 'Applicant’
filad Form TM 2 on 150 December 2006, for the Trode Mare RAHA Tea in class
30 with respect to tea. On 20 January 2007, the Applicant received a refusal
notice indicating that the mark it similor to another mark existing in the
Ragister, RAHA Inthe name of Excel Chamicals Limited,

On 17" January 2007, the aApplicant vides its leter dated 9% January 2007
objected fo the sald refusal notice giving the following grounds:

1. Tha! the opplled for image has o distinct kettle

2. That the applled for mark has a distinct map of Kenya
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That the border pattemn is a pronounced zigzag.

That the applied for mark is a totally different product to what we believe
has been registered as RAHA under the same class for cocoo powder and
drinking chocolate.

That under Sactions 14 and 15 of the Trade Marks Act the proposed frode
mark and the registered mark are distinct from one another and can co-
exist,

That the Applicant has been using the applied for mark in good foith and
such prior user should be accorded legal recognition through registration.

That the Applicant requests the Registrar to advertise its mark even without
acceptance and any opposition hearings will clarify any cutstanding issues.

On 130 February 2007, the Registrar then allowed the mark to proceed 1o
adverisement without aceeplance. On 7 March 2007, the Opponent filed its
notice of opposifion giving the ground that the Opponent’'s are: the registered
owners of the fradse mark RAHA T.M.A No, 51951,

O &M June 2007, the Applicant filed its counter statement in support of s
application giving the following grounds:

s

That the applied for mark has distinct features, Le the image of the kettle,
mop of Kenya and the zig-zag border paftem.

That the Opponent's mark RAHA is registered for cocoa powder and
drinking chocolate products entirely differant from the Applicant's intended
use for feq.

That the Opponent's cannot have propretary rights over the word RAHA
which is a Kiswahili dictionary word.

That the applied for frode mark is distinct from the registered frade mark
within the mearning of Sections 14 and 15 of the Act and both marks can
co-exist without any risk of the Applicant's mark being likely to doceive or
cause any confusion In the course of frade so as to cause injury or prejudice
to the proprietor or registered user of the mark registered, nor is the mark as
presented for registration, likely to be taken as importing o reference fo the
Cpponent.

That the Opponent has been using the mark in good faith for well over four
yeors now and such prior user ocught to be granted legal recognition
through registration.

e ———————— e ———
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The Opponent fnrough Mr.Suresh Shah filed its Statutory Dectaration on 31#
August 2007, averring as follows:

1. That the Opponent is the registered propretor of the trode mark
application pumber 51981'raha’ In class 30 in respect of cocoa
powder and drinking chocolate.

2. Thot the Opponant mark was subsequently alfered from the: plain
letters of the word RAHA to o shyiized form as per the cerfificate of
alterafion dated 30M August 2005.

3. That the Opponent has extensively used its mark on its products since
the year 2002 in Kenya as st out in the annexture marked 353,

4 That In oddition to use, the Opponant has extensively adverised and
promoted its products. figures range from 500,000 to. 1.6M for television
advertiserments and 180.000/- to $57,000/- for push gifs between the
yaars 2004 to 2006 respectively.

5. That as a result of extersive sales and promotion of products bearing
the opponents' mork, its mark hos become synonymous with products
ariginating from the cpponent.

&, That the appled for mark is phoneticolly ond visually so close o the
Opponent's mark as fo be lkely to cause deceplion and confusion fo
the public mainly enhonced due to the foct thot the goods covered
are the same or of the same description,

7. That by reason of ifs lkefihood to deceive or cause confusion, the
Applicant’s mark is by vitue of section 14 of the Act disentitled
protection in a court of jusfice,

8. That in comparing trade marks one of the principal consideratfions is
the idea of the maork, aithough the Applicant has added the image of
a kettie, mop of Kenya and o zig-zag border pattern, the main idea
conveyed s Ihe waord RAHAL

%, That in comparing both device marks the leading characterstics or
assenfial featurss or particutors s the word RAHA.

ﬂ
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10.That the contention by the Applicant in its Counter 3taterment that tea
is different frarmn cocoa powder and drinking chocolate covered by the
Opponent’s maork is incorect because cocoa and tea products fall
under the same intemational classification of goods, are by nolure
used to prepare beverages or dinks for human consumption and are
soilcf through the same frode channels or ouflets.

11. That the goods covered by both marks ore the some goods or
description of goods and therefore registration of the cpplied for mark
is prohibited under Section 15{1) of the Act.

12.That an attempt by o different Applicant, Royal Tea Umited to register
its frade mark ‘RAHA TEA' device in class 30 was refused based on the
existence of The Opponent’s mark,

13.That by virtue of a different enfity applying for registration of the mark
RAHA teqg, the claim of proprietorship is incorect, wrangful, misleading
in view of the earier claim and an that ground alone does not qualify
to be registered,

1 4. That the opponent denies any use of the Applicant's mark in good
faith as alleged, any such good faith use should have been preceded
by o search at the registry which would have revealed the existence of
the Cpponent's mark.

APPLI UTORY !

The Applicant herein filed its statutory Declaration swaom by Sanjay Pandi
and filed on 280 January 2008.He avered os follows in support of the
Applicant's application:

. That Royal Tea Umited and the Applcant are sister concerms shanng
common directors and shareholders. That soon after lodging the
application for registration of the mark, Royal Tea Limited assigned the
mark to the applicant.

2, That the Registrar of Trade maorks acted in bad faith by giving o citafion
of the mark FURAHA by a different proprietor and after removing the
same from the register thereafter informing the Applcant of the
Opponent's mark.

#
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3. That from the foregeoing. reservation of name was made first in fime by
the Applicant and therefore use of the mark is not a colncidence.

4, That the Appllcant has used its mark RAHA tea for well over four years
without the Opponent’s objection since the dote of filing of the
counterstatement, it con therefore not be said that the Opponent's
miark is synonymous with products from the Applicont; in any event the
mark has since been altered,

5. Tnat marks can co-exist in the same class provided they are distinct in
features. The use of the word RAHA, o Kiswahili dictionary weord cannot
give the Opponent any exclusivity as it cannot have any prophetary
rfight therato.

6. That exclusivity can only be Imposed for the complete mark having
regard to all its distincfive features, colour and design but cannot be
applied selectively to anly parts of such marks.

7, That the marks a5 compared are distinctively different and are not
phonetically or visually so close as to cause confusion or deception to
the public. The colours are totally different with distinc! features,

8. THAT the only leading feature or characteristic in auestion & not the
word RAaHA. In fact the application for registration of the word RAHA
TEA was made prior to the Opponent.

9. That tea i not the some good or descriplion of goods as cocoa
powder or drinking chocolofe simply becouse they fall in the same
class of goods, Section 15(1) therefore does not prohibit registration of
the applied for mark and that the marks do not clasely resemisle.

10.That the Applicant prays that the opponent’s opposition is disrmssed
with costs as [t s baseless and misconcelived.
THE : N:

The Cpponent filed a further stalulory declaration on 150 May 2008 In
response to the ssues ralsed by the Applicant in its Statutory Declaration, The
following wds averred by Suresh Shah on behalf of the Opponent:

|. That the Opponent was not o pardy fo the exchange of
comespondence belween the Regltrar of Trade Marks and the firm of
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Mesr: AB. Patel and Patel Advocates and is therefore a stranger to
the allegation: of bad faith on the part of the Registrar

2. Thot the proper cause of action for the Applicaont would have been to
appeal again:t the Registrar's rejection of TM.A Mo, 54120 "KENYA
RAHA TFA' upon recelving notificafion to that effect from the Regi-trar.

3. That the Applicant's subsequent applicafion to register TM.A No.
D&0347 "RAHA TEA" following the earlier rejection by the Regitfrar fo
register TM.A No. 54120, “KENYA RAHA TEA" was an abtempt fo
underming the Cpponent's mark RAHA,

4. That the Applicont had ample opportunity to oppose the registration of
the Opponent mark when the acceptance of the relevant applicafion
was advertised in the Kenya Gozette and o perod of sixty (60) days
allowed for doing so, but did not.

5. That the introduction by the Applicant in these proceedings of matters
relating to the rejection of T.M.A No. 54120 by the Registrar way back in
2003 appears like a belated attempt fo appeal against such rejection
well out of fime.

&, That neither the Act nor the Rules contain a provision for ‘reservation of
name ‘as alleged by the Applicant.

7. That the Opponent denies any knowledge of the usoge of the
Applicant's mark and further averred that the alteration of the mark
did not substantially affect the identity of the mark.

8, That cocoa and tea are the some goods or description of goods s
teq, the registrafion of the applied for mark s therefore prohibited
under Section 15{1} of the Act.

9. That the word RAHA is distinctive based on the fact that it has no direct
refererca o the goods, the fact that the word RAHA is defined in o
Kigwahili dictionary has no relevance s to descriptiveness Furher it is
not open fo the Applicant by way of these proceedings to challenge
distinctiveness of the Cpponent's mark.

ﬂ'
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10.That tha Issue of the alleged Registrar's conduct of bad faith In retation
to the earlier application is an attermpt to appeal ot o very late stage
and hos no relevance o thete proceedings,

APPLICANT'S ORAL SUBMISSIONS.

The matter wos then fixed for hearing on 27h October 2009 and parties
appeared before the Assistant Registrar, The Cpponent made the fallowing
submissions:

1. That the mark was altered and a device added to it bui principally its
mark comprises of the word RAHA and is registered in class 30

2. That the Applicant similady attempted to register RAHA tea in class 30
as advertised in the journal of 28" Febuary 2007.

3. That the burden of proof Is on the Applicant to satisty the Regstrar that
the mark is not reasonably lkely to decelve or cause confusion, This
was stated in Re an application by Bourjouws [1964] EA 265.0n the same
paint he submitted that it the Registrar has doubt on the likekhcod of
confusion the registration is fo be refused.

4, That the onusof proof does not shift at all gs was defermined in Enno Vs
Dunn [1893]) 10 RPC and in Kerlys lkaw of hade moarks and trade namaes,

5. That the regisiration of the Applicant's mark offends the provisions of
section 15(1) of the Act and shall cause o likedihood confusion and
decepfion to members of the public as was outhoritotively held in the
case of Enno Vs Dunn.

é. That upon application of the principles of companson of trode marks as
sat out in chopter 17 of Kenry's low of frode marks and frade names 10m
Ediflon, fthe fist comparson 5 that ong must toke the two words, fhen
judge them by their look and their sound, He submitted that RAHA and
RAHA tea locked and sounded the same.

7. That one must consider the goods which ore o be opplied and the
nature and kind of customer who would be likely 1o buy those goods,

8, That upon considerng the comparisons above-meantfioned, memberns of
the publle were lkely fo wonder whether RAHA tea and RAHA for
cocoo come from the some source or the same manufacturer,

e ————— e —
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¢ That the main idea for each of the marks Is the word RAHA ond egually
the general impression and recollection would be the word RAHA and
not the other minor details incorporated by the Applicant.

10. That cocoa and tea are used for making hot beverages both taken as
warming or invigorating drinks and are invanably sold and exhibited in
the same part of shops o supermarkets, The only difference is that tea s
processad from leaves whereas cocoa prepared from cocoa beans
(see In an Applicafion by Ladiskis Jelinek {1946) 4 RPC).

11.That in the case of Nestle Vs Starssburger the court readily accepted
that tea is the same description of goods as cocoa at page 50 of the
case in addition both marks are in the same class and therefore gs per
Section 15]1) of the Act are of the same description of goods.

12.That if the word RAHA cannc! be monopolzed as g frode mark as
argued by the Applicant then it is not clear why the Applicant has
appled to register the same word,

13, That the Registrar can only effect the Applicant's registration on the
grounds of honest concurrent use under Section 15(2) of the Act.

14, That the Applicant has not adduced evidence of use of RAHA teq, the
Registrar must also consider the extent of use and quantity. Further
there is no evidence of the area of the use of the Applicant’s mark.

15.That there was no honest concurrent use because the Applicant of
T.M.A No. 54120 being the sister company of the Applicant herein was
made oware of the existence of the Opponent’s mark.

16.That if the Applicont was aggarieved by the registration of the
Opponant's mark the remedy open o lhe Applicant was o apply for
expungement rather than impute blame on the Registrar and claim
bad faith on the part of the Registrar.

17.Tnat the Registrar should consider the impact the registrafion would
have on the public. He Invited the Ragistrar o apply the prnciples and
evidence of the high degree of likelihood of confusion and decepfion
which would arise,

e ————
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The matter was then adjourned following o request by the Applicant's
Counsal for the reason that he was to altend a funeral in Mombasa. The
Oppeneant's Advocate obliged him and did not object to the application.
The Assistant Registrar then asked paorfies to fix another hearing date in the
narmal manner,

APPLICANT'S WRITTEN SUBMISSIONS:

The Appicant made the following submissions in support of its application
and the pleadings it filed against the Opponent's allegations

He stated that the principle objection by the Opponent 10 the Applicant's
application Is that It is the owner of o Trode Mark 'RAHA' TM.A. No. 5178]
which was inifiglly o word mark for Cocoa Powder and Drinking Chocolate
but was subsequently altered into a device mark principally comprising of the
word '‘RAHA' In a stylized format In Class 30.

He submitted that the Cerificate of Registrofion and Alteration appear as
annexfures 581 and '852' to the Opponent's Frst Stalutory Declaration. 1t s
clegr that although the inifial registrofion was In respect of the word ‘RAHA'
which is on the Cedificate recognized to mean leisure in English.

He submitted thal the.alferation turned the maork into o device mark with a
specific colour scheme that is purple and brawn. The Applicant submitted
that, 'there is and cannot be any monopoly of the use of the word 'RAHA' by
itself which is. as s recognized in the Initial Cerfificate of Registration refered
to above, as a common Kiswahiii word, He relied on the case of BAT Kenva
Ltd -Vs- Africon Tobocco Agents Ltd - Nibl High Court Clvil Case No. 3466 of
1995 -where it was held, 'there is and cannaol be any monopoly on the use of
a common word,'

He relterafted that In the present opposition proceedings, the lsue in
guestion was the oblection to the use of the word 'RAHA’ as there can be no
question as to distinctivenass of the mark as a whole of the device Intended
to. be registered and It waos therefore his humbie sulbmission that the
Opponant could not acquire property to the exclusive use of the word 'RAHA
and any suggeshon to the confrary would make: the mark unregistrable or
one that could conlinue to subsist on the Register under part A as defined in
section 12 of The Trode Marks Act.

That when one considers the confents of the KIFI joumal Ne.2007/02 ot the
a8t February 2007 | In which the Applicant's application s published at page
26, one will see numercus instances whare there ore specific exclusions o
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the exclusive use of words [whether English or Kiswahili) of common usage.|
For instance, at poge 21, Entry for "SOKO HEWANI" the exclusive usage of the
ward "SOEO" has been excluded and page 28, enfry for "AFYA SALT' has had
the exclusive usage of the word "AFYA" excluded.)

accordingly, and relying further on the decision of Mr. Justice P15, Hewett in

the case of Unilever Plc -Vs- Bidoo Qi Industries Limited - Nbi Hoog Mo, 1447 of
1999 arnexed hereto marked 'B. it is occepted that “common English

words.......Cannot be registered on theirown',

He submitted that llkewise, in Kenva, where Kiswahili is o National language
and accepted o5 being used commenly by the entire populafion, it cannot
by ary stretch of imagination be argued fhaot the word 'RAHA' is an invented
word ar one that it is unconnected with or unknown to the population such
that it is registrable under PART A to confer exclusive rights of usage for the
word ‘BRAHA'. Besides, and in any event, the Certificate of Addifion to or
Alterofion of Registered Traode Marks annexed fo the Opponents First
Statutory Declaration as ‘882 clearly shows that the mark is now registered os
a device with distinctive features net having had such features earier,

Conseguently, it is the Applicant's submission that the continued existence of
the registration of the mark 'RAHA" in favour of the Opponent in the form if
remains is, pursuant o Section 18(2(a), " ... an entry wrongly remaining on the
register entfifled to either remove the same from the register or " in the case
of a deciion in favour of its remaining on the register require as a condition
thereof that the Proprietor disclaim any right to the exclusive use ... of that
word ... "

Like in the instances cited above. the Applicant submitted thot the Registrar
was under a duty to ensure that a mork does net wrongly remain on the
register. He submitted that the Applicant had raised the issue in its Counter-
statermnent at paragraph 3. He reiterated that the next guestion that then
ought to be determined is whether the mark as presented by the Applicant is
registrabile and within the law.

He submitted that in view of the foregoing, there could be no exclusivity of
property in the word 'RAHA', the device sought to be registered must be
considerad in its enfirety and os a whole in comparison fo that registered in
favour of the Opponent, even though the lofter is for cocoa powder and
drirking chocolote whereas the Applicant's device s sought to be
registerad for teq.

e ——————
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In this respeci, the Applicant submitted that it agrees with the principles lald
down in the case of Re: An Application By Bourjois Lid {19484) E.A. 245 relied
upon by the Opponent but alsc annexed and marked 'C. The prohitifion to
registration of a deceptive mark it contained in Section 14 of The Trade
Marks. Act which provides that: ... no person shall register as a trade mark or
part of a trade maork any matter the use of which would, by reasen of ifs
belng likely to decelve or cause confusion or otherwise, be disentifled to
protection in a court of jusfice, or would be contrary to law or morality, or any
scanddlows design " In other words, the anly prohibition i If the Trade Mark or
part theraof is likely to decelve or cause confusion,

He submitted further that upon consideration of the Appllcants mark nothing
is objectionable save for the word 'RAHA' due fo the disfinct ketfle image,
map of Kenya and distinet colour scheme incomporated in its mark.

He Relied on Laody lusfice Okwengu's judgement [as she then was)
recognized and held in the case Of LORDS HEALTHCARE LIMITED -V5- SALAMA
PHARMACEUTICALS LIMITED [2008] EELR - Annexed and marked 'D' that

i the aleged infingement by fhe Defendont being anchored on the
axistence of the Plaintiffs exclusive rights, and the existence of the exclusive
rights being doubtful, no prima facie case has been established.”

He submitted that the issue in that case, as ls presenfly, was whether or not
the Plaintiff had exciusive rights to the use of the word ‘Budecort’ Should the
Redistrar, occep! the Applicants submission on the guestion of the non-
exclusivity of the ward ‘RAHA, 1t Is the Applicants humble submission that
then he ocught to hold in its favour on the question of cousing deception and
confusion. He reiterated that the design, colour scheme and entire 'getup’ of
the Oppanents' device is disfincfively different from that of the Applicant and
mo confusion or deception is likely to be caused.

He stated that as it is evident from the Appllcant's Statutory Declaration at
poragraphs 4 and 5 there is no doubt that the Applicant has not only been
using the mark fer many years [in good faith) and in any event from March
2001 when the first atemp! ol registration was made - which was wrongly
rejected by the Regishrars office on account of flimsy reqasons anly for the
Opponents trade mork 'RAHA' to be registered some ¥ manths after the first
opplication was made.

Eg—!—
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Again, the principles as regards companson of trade marks as stated by the
Opponents Counsel are as sef out in the fexts relied by the Opponent
namely, Kerly's Law of Trade Marks And Trade Names - Tenth Edition annexed
and marked 'E and Intellectual Property: Patents, Copyright, Trade Marks
And Allied Rights Third Edition annexed and marked 'F, one of the pertinent
issues the Applicant hos roised is the guestion of honast concurrent vwse and in
order to detemmine this, he submitted that o number of factors ought fo be
considerad.

On the degree of likelihood of confusion, He submitted that although the
Opponent's contention is that the words RAHA COCOA and RAHA TEA sound
phonetically the saome ond lock the same too, two important aspects appear
rel to have been oddressed .the colour scheme and get up os well as the
components of the device ifself.

He submitted that there s a substantially marked difference in the two
devices and under no circumstances can there be any comparison betweaen
the two whatsoever, The colour scheme and design of the two devices is
markedly different, one focusing on yellow green and red and the other on
purple and orange /bkrown. Besides, the focal peint of the Opponcent's
device s the cocoa bean with specific type writing wheregs thot of the
Applicant's device is the ketfle, map of Kenya and writing in a straight font.
The zig zog poftemn, ancther focal peoint in the Applicant's device is missing
from that of the Opponent.

He alluded to the fact that the objection appearad to be on the assumption
of the exciusivity of the use of the word 'RAHA'. He submifted theretore that
should the Registrar, adopt and agree with the Applicant's position that there
can be no property in @ common Kiswahill word 'RAHA', based on the foct
that there is no other cbjection by the Opponent, that the Registrar ought to
find In favour of the Applicant on this by holding that there s likely to be no
confusion,

Relying on his authority marked 'F, it Is clear that where the mark is not just
word, it must be compared in it's entirely (page 404) and in the case of '5KIN
DEW" and SKIN DEEP' the objection could not be sustained as the 'ided’ of
the two marks was different, as is the instant case,

On the Bsue of Honesty and the onginal adoplion and subseguent use of the
mark, he submitted that the some hod not been questioned and could not

e ———
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be so, given the circumstances of the matter particularly in view of the fact
that the applicafion for 'RAHA' was lodged. prior o the Opponent's mark.

On the issue of length of Applicant's .use of ifs mark, It was submitted that the
same was ungquestionable and the evidence on record clearly showed it has
bean used for a peried in excess of at least 11 years {8 years af the fime the
matter was lodged).

On evidence of confusion In acluol use he submitted that although there s
no evidence on record on actual use, though it was submitted that the main
idea of the two marks was BEAHA and all other addifions were minor details,
he submitted that the elements of the mark including the tea ketfle, map, zig
zag pattern, colour scheme and 'getup’ were not minor details but consfitute
the main focal point of the mark which i distinctively difterent from that of
the Opponent.

That when all factors are considered, the cose in favaur of the Applicant s
much stranger than that ot the Opponent's. He submitted that the quesfion
to be considered by the Reglstrar is if there is sufficient reputation built by the
Opponent such that the goods using its mark are likely to be passed off os
those of the opponent. The onus & on the Opponent to prove these
allegations and this was nol discharged,

He submitted that the Opponent's hod not established any reputation
amengst fhe public and therefore there was no likelihood of confusion. He
relled on the cose of an Application by Ladisias Jellinek.

Finally he submitted that the Opponent providing a list of expenditure on
advertsements made in respect of its mark s irelevant in obsence of direct
evidence. Mo figures or values were submitted to justify the connection for
instance level of sales.

NENT' WRITTEN :

The Cpponent filed ifs reply fo the Applicant's written submissions on BT May
7012 He stated as follows:

1. That on the use of a common word in the Kiswahill language it waos
submitted that It was nat clear whether the judges In the two cases
relied on by the Applicant, were considering registrabllity or
distinchiveneass of the marks in those parficular cases,

e IS,
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2. That the test of registrability is set out in Section 12{1) of the Trade Marks
Act and a mark must satfisty at lzast one of the essential parficulars
thersin listed.

3. That in Section 12 (1] (d) of the Trade Marks Act commaon words in any
iznguage are not excluded from registration os trade marks for as long
as they have no direct reference to the character or quality of goods,
that is they are not descriptive of the goods covered by the mark and
are not ordinarly gecgraphical names or surnames,

4. That RAHA though admittedly a common word in Kiswahill language is
not disqualified from registration for as long as it was not descriptive of
the goods of which it is socught to be registered.

5. That there are many common words registered in the frade marks
register. He submitted that from a search performed at the Institute by
the Opponent the word RAHA has been registered In various classes as
a trade mark.

4. That RAHA TEA would equally be disqualified as o common waord if the
Applicant's regsoning is adopted,

7. On distinctiveness he submitted that words in common use in the frade
or open fo the trode as stoted in Kerly's low of frade marks and trade
names at Para 8-70 are not registrable He submiffed that the two cases
relied on by the Applicant may have been refering fo such words.

8. That the Opponent's mark RAHA s neither common to the frode for
goods in class 30 including tea and cocoa nor open to the frade fo use
as far as such goods are concerned.

%. That although the Opponent altered its mark and incorporated o
device the alterafion did not substantially affect the identity of the
mark os per Section 38 of the Trade Marks Act, He further submitted
that notwithstanding the alteration the word RAHA was the most
prominent or significant feature of the Cpponent’s mark,

10, That the Opponent’s mark was registered with effect from  dth
september 2001, Section 14(1} of the Act provides that in all legal
proceedings relating to a trade mark registered in Part A of the register

e ———————

Page 14 of 25



lincluding applications under section 35| the original registration in Part
A of the reglster of the trade mark shall, after the explration of seven (7]
vaars from the dote of thot registration, be: taken to be valid in all
respects, unless that registrafion was obtained by froud; or the frade
mark offends against Section 14,

11, He submitted that while the Applicant would like the Eegisfror 1o
he exclusive use of
"BAHA" o5 a condifion for continued registration, 1t has not itself offered
o disclaim the word "RAHA" in its application (T.M.A No.60347 "RAHA
TEA"}. This 15 clegr from Exhibit 554 annexed to the Statutory Declaration
dated 29th August 2007 sworn by Suresh Shah, There Is however no
basis whatsosver for the Applicants assertion thot o disclaimer of RAHA
should have been required a5 o condifion for registration of TM
Mo 51781 "REAHA" since the word "RAHA" as menfioned in fhese
submissions is not descriptive of cocoa powder,

12.That the inclusion of the word RAHA in the applicant's moark was an
attempt to appropriate the mest significant feature of the opponent’s
mark founded on the ermoneous view that a common word In any
language s nelther registerabie or usable and is theretore disentified 1o
protection in a court of justice as per Section 14 of the Trade Marks Act,

13. That RAHA TEA is |dentical and so nearly resembles RAHA Cocoa a3
per Sectin 1.5(1) of the Trdae Marks Act.

14.That for purposes: of Section 15]1} of the Trade Marks Acl .cocoa and
tea are the same goods or description of goods on the basis of the test
lald down in the PANDA case.

15.That in the absence of any evidence of use of the mark presenfed by
the Applcant Section 15(2) of the Act cannot! be considered, there i
no ground upon which the Registtar may permit registration of the
applied far mark RAHA faq |
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1 6. That the opplied for mark should be refused registration on the grounds
satf out in these sulbbmissions and the oral submissions.

ASSISTANT REGISTAR DECISION:

Hoving read the submistion:s mode by the Applicont ond Opponant harein | single

aut tha following as the issues to be delermined,

1. whether the Applicant’s mark ‘RAHA TEA® and Opponent’s mark ‘RAHA™ are
identical or similar or noi?

2. Are the goods applied with respect ta the hwo marks identical or smilar or of
the same descripfion or nof?2

3. 15 there g liksfihood of confusion or both marks can co-exist2
MILA

| must first establish whether the two marks in gquestion are similar or not The
two marks are:

‘RaHA TEA' |with ketfle, map of Kenyatea cup | the word 'karbu' and zig
zag border line for the Applicant and 'RAHA' (Stylized with device of cocoa
bean) registered by the Opponent. Both marks are in class 30, The applied for
mark RAHA TEA is applied with regard 1o 1ea whereas that of the Opponent is
for cocoa and drinking chocolate,

section 15{1) of the Trade Marks Act, prohibits the registration of a mark in
respect of goods or description of goods that are identfical or similar to one
already in the register belonging to another entity with respect to identical or
similar goods of description of goods.

The first assessment | will moke is on the basis of visual and phonetic similarity
M ig apparent that the two words are identical in as far az the waord RAHA is
concermed, The principles governing the comparisen of trode marks are
enfrenched in the case of Pianotist Co's Application (1906) 23 R.P.C 774 it was
held in part by Lord Parker that,

you must take the two words, You must judge them by their look and by their
4 Td) ol e el

Using the above dicta and loocking ot Secfions 14 and 15 of the Trade Marks
act relied upon by parties and guthorities in relation 1o the issue of similarity of

e —
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marks; | deduce and summarize the basic guidelines for companson of marks
generally are:

The appearance of the two mork:

The sound of the two marks

The goods or services to which the mark is applied

The kind of customer likely 1o buy the goods or use the serviceas, A more
knowledgeable consumer i3 lass likely fo be confused and similary for
a more specialized customer in a parficular frads.

* The surrounding circumsiances.

v W ¥ Y

In no way |5 this ist exhaustive but It acks os a guide, the same guide was
wsed in the Pianctist case by Lord Porker L Let us break [t down and see how
the list relotes to the current case.

Similarity in Terms of Appearance/Visual Similarity;

» RAHA TEA and RAHA, judging them by their lock they ook the same in
gs far as the word RAHA s concemed the only difference is the
incorporation of the word teqg,

The Sound/Phonetic Similarity:

« On phonetics the word RAHA s pronounced identically in both marks
save for the additional word Tea in the applied for mork

The goods the mark ks applied:

« Bofh marks are in the same class of goods that i class 30 with respect
to cocoa powder, drinking chocolate and tea.
« Both marks incorporate a device(s).

Several differences con also be noted from the hwo moorks:

« The opplied for mark has incorporated the devices of the map of
Kenya, keflle, colour scheme. fea cup. the word "karlou’ and a #ig 1ag
border line whersas the Opponent’s mark has g device of o cocoo
bean, the word RAHA changed to logo witten in a stvlized form with o
restriction to colour purple/blue, yellow lightd dark brown and red.

« The applied for mark is in capital letters whereas the Opponant's mark
is in small script and & in a stylized form somewhat in itallcs or slanting
fant

#
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« The applied for mark is in colour yellow.greenred white and blue but
doas not specifically limit the mark in these colours in Form T.M 2
whereas that the Cpponent has incorporated a colour restriction.

In detarmining visual similarity with the foregoing in mind, it is crucial to first
determine whether the wards are idenfical or similar. In order for me to
determine whether the two marks are identical or similar, | rely on the case of

LT DIFFUSION Vs SADAS VERTBAUDET [2003] FSR 34, the EC. in considering
whether a mark and a sign are identical, heid that:

4o otwo elements compored should be the same in al
respects................there is therefore idenlity between the sign and fhe
trade mark where the former reproduces without any modification or
addifion, all the efements constituting the latter_......"

In arder to estaklish whether the marks RAHA TEA and RAHA are identical as
earfier highlited, | find that the words RAHA appearing in both marks are
identical in all respects as per the above dicta,

| cannot however ignore the fact that both marks appeoar different when
assessed by the eye overally and are not as a whole identical in all respects
because of the incorporation of the device(s).

it is at this point very vital o ensure that although | will look at the consfituent
parts of the marks as held in the Pianotist case the same must be balanced
oy an overall appreciction of the two marks as well.

This was held in ERECTIKO ¥ ERECTOR [1935] 52 R.P.C 151 where the Assistant
Regisirar took the two words, Erector and Erectiko and divided them into twao,
he eliminated’ Erect’ from the words ond proceeded fo compare the suffix
‘ar' with the suffix 'lke' ond pointed out that there was o grave difference
between ‘or and ‘ko'.lf was held thaf......."| do not think it is ight fo take a
part of the word and compare it with a part of the other word, one word
must be considered os o whole and compared with the other word as a
whol, .eerenrens

In this present cose following the obove dicta, | note that the differences
hereinabove highlighted in bath marks bring out a scmewhat different visual
impact because of the colour and the devices altering the overall visual
ouflook,

| must therefore take into consideration the visual, oral and conceptual
similarity of the marks including the overall impression given by the marks

e —
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bearing In mind, in particular, thelr respective disfinctive and dominant
COMPONEnts.

In the cose of Sabel Vs Puma AG[Case C-251/95) the ECJ said it wos held
that fhe giobol oppreciation of the visual, aural or conceptual similarty of
miarks in question must be based on the overall impression given by the marks
bearing In mind thelr distincfive and dominant components.

| must therefora stike a balance between the constituent parts vis a vis the
dominant parls, | find that the dominant port In both morks e RAHA I} should
be noted that it i irelevant that the word s written in small or capilal lefters
or ifallcs in so for as the purchasing public Is concemed.

Colour 15 vital In determining distinctiveness: | however nole that the
Applicant did not invoke the pravisions of Section 12{1] of the Trade Marks
Act by indicating that it has restricted its mark te the specified colours in s
mark. The effect of thal omesion then compels me to invoke Section 1912}
that its mark shall be deemed to be registered in all colowrs. | shall therefore
not consider the specific colours represented in the mark as this could
change. | however note that i the colours remain as they are depicted In
Form T.M 2 then the visual impact is generally altered.

On the issue of the ketfie and the cup, | find that these are common and in
my view not necessarnly distinctive as they are used 1o deseriba the goods in
guastion and moy be subjact of disclaimers in class 30 of the Nice
Ciassificafion. it s highly proboble thal fhose packaging beverages would
ordinarily use a feq cup or keitle os devices. The inclusion of these devices
however changes the visual Impact significantly,

The map of Kenya and the word 'karibu’ gives a concept of lourlsm in my
view aithough this was not pleaded by the Applicant giving it a different
concept as compared to the cocoa bean that gives an indication of the
ingredient used in the Opponent's mark. The concept is however similar if the
megning of the Kiswahil word oppearing in both marks s considered as
‘lsisure’ or 'happy’ In oddifion fo the tact that both marks are related 1o
baverages such that it would mean that the spirit of the drinkers is elated.

| ovarally do find thot the marks are identical In as far as the word RAHA
appears in both morks but are not visually similar If lockea at as a whole.

PHONETIC SIMILARITY:
In comsidering the sound of twe marks generally, | wish fo address myself 1o

the following lssues os adopted in the Singapoare Examination Manual.

e ———
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1. Passibility of slurred pronunciation

2. Distortion of sound in felephone or other conversations
3. The syllabic structure of words

4, The first syllable as it is usually occentuated

5. Modern markefing methods

in the cose of London Lubricants [1925) 42 RP.C 244 also known as
Tripcasiroid case it was held that:

‘the tendency of persons using the English longuage fo slur the termination of
words also has the effect necessarily that the beginhing of words s
occentuated in comparson .and......the first sylloble of a word .is .05 o rule,
far the most important for the purposes of disfinchion,

Looking at the cument scenario the trade marks are RAHA and RAHA TEA in
pronunciation it is critical to note that the first words are identical and are
pronaunced exactly the same save for the addifion of the word tea in the
appled for mark.

in the London case it is held that the fist part of the syllable is the most
important part of the mark so does the KIPI Examindation Manial af poge
48 The ovemiding fact is that | do find that the pronunciation of the two marks
are so sirmilar,

| do find that the marks are identical in terms of sound and the hwo would be
pronounced identically if not similarty.

SIMILARITY OF GOODS:

Let me now embark on the issue of goods which the Applicant submitted
that the goods are not similar. In assessing likelihcod of confusion the similarity
of goods or otherwise must be considered.

section 15[1) of the Act stipulates that the goods must be identical ar similar
before a mark is refused, In comparing goods and services 1t s well
establishad that several factors should be considered. In the cose of British
Sugar Plc Vs Jomes Robertson & Sons Lid in deciding whether the goods are
similar, Jacob J stated as hersunder:

The nature and characternstics of composition of the goods

The respective uses fo which the goods will be put

The users of the goods

The trade channels through which the goods are respectively bought
and sold

5, The origin of the goods

ol ol i
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&. The purpose of the goods

7. Whether the goods are wsually produced by one ond fthe same
manufacturer

B. Whether the goods are distibuted by the same wholesale houses

§. Whether the goods are sold in the some shops, over the same counter
[if sold in self service cuflefs, whether they will be posifioned on the
same shelves], during the some season and te the same class or
classes of customaears.

10. Whether those engoged In the manufacture and distibution are
regarded as belonging fo the same frade.

I 1. The extent ta which respective goods are compehfive,

| note from the record that both morks opply to goods In class 30, the
description of the goods is however different, the applied for mork s In
respect to tea and the Opponent's mark 5 with respect to cocoo powder
and drinking chocolate.

It has been astablished that there are certain goods that may be In the same
class of the Nice Classificafion but are not considered as being idenfical o
similar or of the same description and at the same time there are socme goods
that may be in different closses but are identical or similar or of the same
description. The issue therefore is that each case must be handled caretully
and exciusively taking into consideration all the surraunding factors.

It hos been submitted that cocoo powder, drinking chocolale and tea are
similar o of the saome description due to ther respecfive uses, it was
submitfed thot both are taken as invigorating drinks orwarming agents.

In corsidering the noture and composifion of the goods it is apparent or
indeed factual that fea i prepored from teo leaves whereas cocoo
prapared from cocoa beans. The composition of these two is different in that
respect

when | look at the respective use of the goods, | am cenvinced that the two
marks are applied to goods with similar uses. Bath marks apply fo goods solely
or largely for beverages, They dll lie in the same category mostly for making
hot beverages that is cofiee, tea and cocoa.

The users of the goods would also be voned ranging from the sophisticated to
the vary young depending on various preferences and tastes. The Applicant
did not adduce any evidence to show any sophisticafion or otherwise on the
users. No price justifications were also presented
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Pape 21 of 25



The trade channels for the goods applied by both marks are most probabdly
the same thot is supermarkets and shops mainty and it is similary highly
probable thot they would be placed side by side | find that fhe frade
channels are similar for lack of evidence to fthe confrary. Similary the
manufacturers ond distibutors are most likely to be the same due to the
nnfure of the goods.

In view of the foregoing, | find that the goods in guestion though not
neceassarly identical are similar,

LIKELIHOOD OF CONFUSION;

The central issue after considering whether or not there i visual, phonatic and
conceptual similarity is that of likelihood of confusion. Section 14 of the Trade
Marks Act 5 to the effect that marks or any parts thereof that are likely 1o
deceive or cause confusion should not be regstered and should be
disentitied protection in o court of justice.

In the case of Sabel Vs Pumna AG (Case C-251/95) the ECJ said in port that:

4 .The likelihood of confusion must be apprecioted globally taking into
gocount all factors relevant fo the circumstances of The COsSe. . W IROT
alobal appreciation of the visual, aural or conceptual similarify of the marks in
question must be based vpon the overall impression given by the marks
bearing in mind in particular  thelr  distinctive  and  dominant
cOmponents. ..o

Using the above reasoning it is clear in this case that the dominant part of
bath marks s the word RAHA save for the foct that the applied for mark has
saveral odditions to it

= fthe map of Kenya and the word Kenya in small letters inside the map.
« ftheimage of a kettle

o the word karibu

the coloured zig zag border line

cup

» the word RAHA TEA in capital.

-
-

The Applicant neither lays cloim to colour nor daes he restrict its mark to any
colour although the mark as represented has the colours yvellow, blue, green,
red and white.

The Opponent's mark is the stylized loge RAHA with @ cocoa bean and
colour restriction of blue/purple, yelow, light and dark brown and red as
hereingbove already discussed,
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Before | come to the conclusion whether both marks are lkely to couse
confusion fo the purchasing pubslic | firs! consider the average consumer’s
test. It has been established In varicus coses that the averaoge consumer.

al normally perceives o mork a8 a whole ond does not proceed fo
analyzre its various details;

by} rarely has the chance to maoke a direct comporison between two
marks but relles on Imperfect recollection of that which is in his mind;
and

c) level of attention vares depending on e category of goods or
Sarvices

The summed up points were elaborated in the Canon Kabushikl Kasha Vs
Metro Goldwyn case. My role therefore s fo establish who the average
cansumer would be and it they are capable of distinguishing both marks as
caming from different enlities.

Fram an overall cutlock of both marks it Is evident thal althocugh the visual
impact may be different in terms of the colour combinafions and the images
Incorporated the emphasis on both marks is the word RAHA which s the
dominant part of the mark.

| find that fhere may be a lkelihocd of confusion especially by association
whara the public may wrangly believe that the respective goods come from
the same or economically linked undertakings.

This then brings me to the issue of honest concurent use, Section 15(2) of the
Act makes provision for Idenfical or similar marks to be registered upon
cartain conditions being imposed by the Registrar.

The Applicant In iis Statutory Declaration at Paras. 4 and 5 allude o the fact
that they hove been using the mark for many years in good faith. The
Applicant alleges that it used its mark for aver 11 yeors from March 2001.The
Opponent on the other hand submitted that there is na evidence of actual
use of the applied for mark. He submitied that the Applicant's use was not in
good faith as it had knowledge of the Opponent's mark at the fime It lodged
its applicafion and thot the Opponent had no knowledge of use of the
applied for mark.

section 15 (2 of the frade marks Act makes provision for two identical or
similar marks to co-exist in the Register on the basis of honest concumant use
or any special circumstances,
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In the case of C.55 Jewelery Company Limifed Vs the Regisfrar of Trade
Marks HOMP 2602/2008 a tweo stage analysis was adopted in determining
whether registration should be allowed on honest concurrent use.

1. whether there has been honest concurrent use of the mark applied for and
the earier marik.

2 if the answer to 1 s in the offimative, whether after considering all relevant
cireurmstances, including public inferest, the discretion should be exercised to
accept the application for registration of the mark, despife the fact that the
use of the mark in relation to the goods or services in question s fikely o
cause confusion on the part of the public,

from the above analogy it is crtical when invoking Section 15(2] for one to
adduce evidence of use and further concurent use and the honesty of the
concurrent Lse.

The length of time s therefore also important in deciding whether marks
should co-exist and what degree of confusion s likely fo ensue from such
resemblance of the marks. Honesty of the Applicant's use may be doubted
whera his mark was copled from an earlier mark, or where It was adopted
with the knowledge that it was identical or very similar to the earlier mark,

In the present matter | note that M/s Royal Tea Limited filed Form TM 2 on 250
February 2003 and it is similarly alleged by the Applicant herein that these two
companies are sister companies and the former assigned its frade mark to . |
reluctantly accept this fact although no ogreement is annexed o prove fhis
fact save for a copy of letter indicating the transfer marked as Exhibit
‘554" This application was preceded by a search on 140 March 2001 that
revealed that the mark was similar to ‘FURAHA' at the time as depicted in
Exhibit 'SF 2' and 3 respectively.

subsequent reminders were sent by the Applicont until the Cpponent’s mark
wos registered and when the Applicant now lodged ifs application affer
being infarmed that the cited mark ‘'FURAHA' had been removed from the
register, the Opponent's mark was cited os being similar baring the
Applicant from applying.

| do find that the Applicant has not proven any use of the mark, he has also
not shown any concurrent use of the mark or honesty for that matter, | can
only invoke section 152} of the Act upon prove that both marks have beenin
the market concurently, The Applicant has not shown where the goods are
sold, any involces or any evidence 1o show use.
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| find that although it was unfortunate that the opplied for mork waos
prasented for registration at on eorlier date the low envisoges such a
scenario and provides for remedy under Section 35 of the Trade Marks Act, At
the point that the Opponent was sent a refusal notice cifing the Opponant’s
mark on 29" May 2003, The Applicant did not do anything but rather came fo
lodge onother application 3 years later with the same mark varying it with
several additional devices and adding colourl am of the view that the
Applicant hod recourse at the lime when the Gpponent’s mork was cited
ogainst its mark fo  file for expungement before the Registrar citing prior use.

It i5 estoblished thot eguity aids the vigilant and not the Indolkent,

The applicant sl has re-course under Secfion 35 of the Trade Marks Act as |
note that it is his submission that the entry of the Opponent's mark wrongly
continues to remaln on he Regisfer,

Section 15(2] of the Act further gives a leeway for accepting toth marks
under special circumstances. the same was not prayed for and no special
circumstance has been demonstrated by the Applicant who has the onus of
proof in these proceedings. The only special circumstance | would Imply
that the mark 5 opplied in respect of tea whereas the Opponent’s mark s
with respect o cocoa and drinking chocolate but the goods have also been
found to be similar,

OVERRALL RULING:
In view the findings and outhorifies herein relied upon, | hereby ruie os follows:

1. That the Trade mMark application number &0347 shall not proceed to
registration.
2. That each porty shall bear its own costs.

The Opponent's opposition is by virtue of this decision upheld.

Ruling deliversd and daoled ot Nairobl this 18t day of April 2013
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